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A. 

4. ih 
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s 1 0" 1 7 and 24-29, cweatly pending in the 
Id My 7. 2010. 



5. Claims 10-17 and 24, of the '785 
®f aL, U.S. Patent No. 5,411,876 ia view of 
Application No. 2003/0065152 

6. The Office Action 
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oil, waxes aad greases to the surface as a barrier to both evaporation and contamiMtiois. 
However, the Office Action concedes that Bloch does not explicitly disclose that the 

fomation of aqueous aerosols, while also allowing for removal and processing of the 
toions under the contamiaatiorj barrier, or that the barrier comprises branched or 
iisbranched bydiocarboK having 6 to 1 6 carbon atoms. See Office Action at page 4, second 
paragraph. The Office Action attempts to cure this deficiency with the disclosure of 

7. 

containing polymers. The OfBce Action suggests that Rotknann discloses adding a layer of 
an immiscible hydrocarbon on top of an aq«eo«s solution of the biopolymer, and that 
mineral oil is particularly preferred for this use. The Office Action further contends that 
ieg 8 to 1 2 carbon atoms are suitable for this use. 
it it would have been obvious to modify the mineral oil 
I in Bloch and replace it with Cg to C,6 hydrocarbons as disclosed in 

8. The disclosure of Bloch relies on the use of greases or waxes to create a 
e of a PGR product See Bloch at coiunms 3-4. The Office Action 
sts that it would have been obvious to substitute hydrocaibons having 8 to 12 carbon 
!, as disclosed in Rothraarm, for the greases aad waxes utilized in Bloch. However, 
nann does not disclose "adding a layer of an immiscible hydrocarbon on top of an 
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aqueous solution of the biopolymer." See Office Action at page 4, third 
Rothmaan discloses "the addition of branched or unbranched hydrocarbons to the aqueous 
mixtur*^ which are to be analyzed and which coKtajn the biopolymers or biopoiymers as one 
componeEt." Rodimaius at page 2, paragr^h i L 

9. It is my opinion that the "addition of branched or unbranched hydrocarbons" 
to the mixtures (i.e.. inclusion in the aqueous solutions via mixing) as disclosed in Rothmann 
is not the same as covering the aqueous solution w 
thepresently claimed invention. (See also Rothmann at page 3. claim 1." 
solution ... with at least one hydrocarbon . . .) While Bloch may disclo» 

hydrocarbons to an aqueous mixl-uie, as disclosed io Rotbmaiio, would prtndde a sufficient 
"bairier against mixing of aqueous reagents segregated above and below t!ie grease or wax 
layer," as in Bloch. See Bloch at column 4, lines 37-39. 

10. Furthermore, there is no 

s to the 

1 is a specific requirement of Bloch. The use of the 
s in Rothmann to "allow elution to be carried ou 

e with reproducible elution volunies to avoid the contamination of* 



fluids for a; 

din Bloch. 
1 1 . There also would not have been a 
i in Rothm 
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lation during tfsasfer of aqueous solutioas, asid &e 



coatamiaatioK barrier, as required in the presently claimed Inveatjon. 

12. The presently claimed immiim indicates that the contamination banier 

, while allowitjg for removal and processing of the aqueous solutions 

e oil overlays to achieve these goals, and instead would have directed those 
Dg in the field toward the use of soiid-phase greases or waxes. 

1 3. As disclosed m Bloch, "[ijbe tmmx^ oil overlay mtroduces several practical 

PCR analysis . . . Bloch at column 3, lines 41-44. Thus, Bloch indicates that mineral oil 
s are not desirable as contamination barriers as these oils cause contamination of 
1 for post-PCR analysis, i.e., they are not desirable for removal and 
I of PCR solutions without contamination fro 
cb directs one to "replace the mineral 
or wax, the solidity of which at room temperature or be 
column 4, lines 35-40. Bloch farther states that *Vax, unlike oil, does not cling to the piper 

post PCR-detection reactions," Bloch at column 8, lines 25-31. 
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14. 



i, it is my opinion that a technician woddng in the field at the time of 
puld not have had a reasonable expectation of success with respect to 
the substitution of a liquid-phase hydrocarbon (i.e., hydrocarbons of &on) 6 to 16 carbon 
atoms as utilized in the presently claimed invention) for the solid-phase waxes and greases 
disclosed in Bloch to not only prevent contamination during transfer of aqueous solutions 
and prevent formation of aqueous aerosols; but also to allow for removal and processing of 



application would have found it to be a surprising and u 



hydrocarbon or hydtocarboti n^txturc coirtprisixjg 
from 6 to 16 carbon atoms wouh 

nof 



t the time of filing this 
id result of the presently 



of 

fottmiov&lmd 
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17. I further state that ail statements made on my own knowledge are true and 
that ail statements made on infommtioo and belief are believed to be true and further that 
willfiil false statements and the like are punishable by fine or imprisonment or both under 
Section 1001 of Tide 18 of the U.S. Code and may jeopardize the validity of the application 
or any patent issuing thereon. 
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